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DETAILED ACTION 



Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1-10 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. In this case the 
limitation "wherein the first isolation technique and the second isolation technique are 
different and implemented sequentially '' renders new matter situation. Please address 
this matter in the next communication paper. 

3. Claims 18-22 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. In this case, the 
limitation "the first active region and the first isolation region forming a uniform region 
made of a first material, the second active region and the second isolation region 
forming a uniform region made of a second material," renders new matter. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Yoo 
et al. (US. 5,605,853, previously cited), in view of Mehta (US. 5,679,559, previously 
cited.). 

In regard to claims 1, 5, 9, and 18, and accordance to 112 rejections above, in 
fig. 7, Yoo et al. discloses a common substrate 10; 

an SRAM device 50 implemented on the common substrate and isolated by 
LOCOS isolation technique 12; and 

a flash EPROM device 70 implemented on the common substrate 10 and 
isolated by LOCOS isolation technique 12. 

Yoo et al., however, does not expressly disclose a second isolation technique 
such as STI to isolate the devices. Mehta, in fig. 18, teaches a first and second isolation 
techniques 242, 240 to separate the devices on the same substrate in order to scale the 
minimum spacing between regions, please see coL 6, last paragraph. Furthermore, the 
trench isolation is needed in densely packed regions where the active spacing is small, 
such as a memory array in a DRAM, SRAM, or EPROM; see also, col. 4, lines 50-56. 
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Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention was made to use STI isolation technique as taught by Mehta in Yoo et 
al. substrate in order to scale the minimum spacing between regions. 

In regard to claims 2-3, 7-8, and 19-20 Mehta discloses the first technique is the 
STI technique and the second isolation technique is LOCOS isolation, as discussed in 
claim 1 above. 

In regard to claims 4, 6, and 10, Yoo et al. discloses SRAM coupled EPROM for 
transmitting signals, see fig. 7. 

Regarding the processing limitations recited in (claims 1, 5, and 9) (implemented 
sequentially, etc.), this would not carry patentable weight in this claim drawn to 
structure. In re Thorpe, 227 USPQ 964 (Fed. Cir. 1985). 

In regard to claims 21-22, and in accordance with the 1 12 rejections above, Yoo 
discloses the LOCOS field oxides are made of oxide; see col. 3, lines 60-61 , and Metha 
also teaches LOCOS and STI are made of oxide, see col. 5, lines 45-46 and col. 6, lines 
61-62, for example. 



6. The previous 112 rejections stand rejected since the arguments provided in the 
arguments filed 3/13/03 are not persuasive. For instance, the paragraphs provided 
therein do not substantially explain the meaning of "implemented sequentially". For 
example, the phrase "the STI process is implemented on the silicon substrate prior to 



Response to Arguments 
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the LOCOS isolation" does not conclude the sequence of the steps since some other 
intermediate steps may be formed therebetween. 

7. Applicant repeatedly submits, "Yoo does not teach or suggest that a SRAM and 
an EEPROM can be formed on the same IC, using non-LOCOS isolation process, such 
as a shallow isolation (STI) process. Nor does Yoo teach or suggest that a SRAM and 
an EEPROM can be formed on the same IC, using a combination of a LOCOS and STI 
isolation process." As addressed in the previous Official Action, the combination of Yoo 
and Mehta teaches the technique of using LOCOS and STI isolations. The LOCOS and 
STI apparently are different. Applicant's arguments against the references individually, 
one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1 981 ); In re Merck & Co., 800 F.2d 1 091 , 231 USPQ 375 (Fed. 
Cir. 1986). 

Furthermore, applicant argues about the limitations of a method of making the 
device, on pages 5-6. It is noted that applicant elected the device claims in the previous 
amendment, paper 15. The method claims, Group II, therefore, has been withdraw from 
the examination. The newly added limitation such as implemented sequentially also is 
process limitation, see above discussions. Thus, the device may be made of a different 
process, for example, simultaneously, as taught by Mehta, see col. 4, lines 48-51. 
Please focus to the limitations in the pending claims that have been addressed in the 
Official Actions only in order to eliminate any confusion in the next communication 
papers. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to-Nathan W. Ha whose telephone number is (703) 305- 
3507. The examiner can normally be reached on M-TH 8:00-7:00(EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael Fahmy can be reached on (703) 308-4918. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 308-7722 
for regular communications and 308-3432 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 



Nathan Ha 
March 20, 2003 
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